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Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 3, 4, 5, 6, 9, 17, 18, 39, 40, 41, 42 and 43 rejected under 35 U.S.C. 102(b) as 
being anticipated by Martin et al (Patent no. 5,620,087). Martin discloses a packaging 10 for 
housing at least one contact lens manufactured by a manufacturer and prescribed by a doctor to a 
patient comprising an identification means 32a, 32b, 32c and customized graphics, see col. 4, 
lines 4-8 and col. 7, hnes 16-20. 

Claim 1 further recites said customized graphics consisting essentially of print produced 
by at least one printer and provided on at least some surface of said packaging. However, the 
process used to impart the printing is of no patentable significance in the product claim.' 

The claims go on to further define the nature of the customized graphics. Claim 1 recites 
the graphics "being selected by the individual doctor prescribing said contact lens, wherein said 
customized graphics are specified at the time an order for said contact lens is placed with said 
manufacturer and said packaging is shipped from the manufacturer of said contact lens having 
said customized graphics and identification means on said packaging". This also fails to provide 
any distinction over the product of Martin et al as person/persons selecting the graphics, the 
doctor prescribing the contact lens, the manufacturer or any other party involved does nothing to 
distinguish the graphics over any other graphics. Furthermore, the party selecting the graphics 
along with the time frame the graphics are placed on the contact lens packaging relates to the 
process of manufacturing. As noted previously, it is well established this produces no distinction 
over the final product of Martin et al as a product produced from a particular process of 
manufacture does not distinguish over a similar product having no differences from the final 
product claimed as made by the particular process. Accordingly, in light of the new changes 
made to claim 1, it is submitted claim 1 is anticipated by Martin et al (Patent no. 5,620,087). 
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The remaining claims can be considered as follows; 
Claim 3 recites, "the customized graphics identifies the person who is to receive contact lens". 
Claim 4 recites, "wherein said packaging does not identify the prescription" 
Claim 5 recites, "wherein the customized graphics identifies said doctor prescribing said contact 
lens". 

Clam 9 recites, "further comprising non-customized graphics, said non-customized graphics 
identifies the manufacturer of said contact lens". 

Claim 17 recites, "wherein said customized graphics comprise alphanumeric characters". 
Clam 18 recites, "wherein said customized graphics comprise pictures". 
Claim 40 recites, "wherein the customized graphics is a picture of said doctor". 
Claim 41 recites, "wherein said customized graphics and said identification means are added in- 
line". 

Claim 42 recites "wherein said packaging does not identify the prescription", and; 
Claim 43 recites, "wherein said customized graphics comprise a picture of the doctor" 

These claims relate to the specific "printed matter" provided on the package. In order for 
such "printed matter" to distinguish the invention from prior art, in terms of patentability, the 
printed matter must be functionally related to the substrate in order to be entitled patentable 
weight. The critical question is whether there exists any new and unobvious functional 
relationship between the printed matter and package.^' In the present case the specific graphics, 
customized or non-customized, does not interrelate the package with the specific graphics in the 
way the indicia interrelated with the band of Gulack's invention. Here the specific graphics 
provided on the package, Martin et al broadly suggesting instructions, advertising, logo's, 
company names or decorative indicia, does not depend upon the package and the package does 
not depend upon the printed matter. Adopting applicant's position (for patentability), anyone 
could continue patenting a product indefinitely provided that they added different graphics, 
advertisement, or indicia to the package. All the specific graphics, or printed matter, does is 
teach a different use of an existing product. Accordingly, the printed matter is of no patentable 
distinction.'" 
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Claim 6 recites, " wherein said prescription product is shipped form the manufacturer of 
said prescription product having said customized graphics on said packaging". This appears to be 
the intent of Martin et al. At least to the extent that the product is shipped from the manufacturer 
in its final form. 

Claim 39 recites, "wherein said customized and non-customized graphics are added to the 
packaging simultaneously". This relates to the process of manufacture. As noted previously, this 
language is of no patentable moment. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 7, 8, 10-13 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martin et al (Patent no. 5,620,087) as applied to claims 1, 3, 4, 5, 6, 9, 17, 18, 39, 40, 41, 42 and 
43 above, and fiirther in view of Abrams et al (Patent no. 5,697,495). 

Claim 7 recites "the packaging of claim 1 wherein said packaging comprises primary 
packaging and secondary packaging and said customized graphics and said identification means 
are present on at least some surface area of said primary packaging or said second packaging". 
This subject matter differs over Martin et al only by a secondary packaging. The customized 
graphics and said identification means are already present on at least some surface area of said 
primary packaging 10 in Martin et al. 

Abrams et al deals with a similar problem as Martin et al, and the present invention, in 
that the patent is concerned with packaging contact lens. As with Martin et al, Abrams et al 
provides a primary package and further teaches a secondary package 10 made of a paperboard 
material for receiving the primary package 30, note figures 1 and 2. It would have been obvious 
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to one of ordinary skill in the art to modify the packaging of Martin et al by including a 
secondary package as taught by Abrams et al. The motivation for this modification is the closely 
related subject matter and the teaching of Abrams' secondary package providing a medium for 
shipping a plurality of primary packages. 

As to claim 8, the customized graphics and said identification means are already present 
on at least some surface area of said primary packaging 10 in Martin et al. 

Claim 10 is similar in content as claim 7, but depends from 10. As noted above, it would 
have been obvious to one of ordinary skill in the art to modify the packaging of Martin et al by 
including a secondary package as taught by Abrams et al, in order to provide a medium for 
shipping a plurality of primary packages. The customized graphics and said identification means 
are already present on at least some surface area of said primary packaging 10 in Martin et al. 

As to claims 1 1 and 12, the primary package of Martin et al is a blister pack comprising a 
bowl 22 and a lidstock 34, wherein the customized graphics are printed onto the lidstock, see 
figures 3-5. 

As to claim 13, printing is imparted to the film 30, which is adhered to the foil, or 
lidstock 34, see col. 7, lines 50-53. Hence the graphics are printed onto a "label" 30, which is 
adhered to the lidstock 34. 

As to claims 36, the label comprises identifying means 32a, 32b or 32c. 

5. Claims 14-16, 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martin et al (Patent no. 5,620,087) as applied to claims 1, 3, 4, 5, 6, 9, 17, 18, 39, 40, 41, 42 and 
43 above, and further in view of Abrams et al (Patent no. 5,697,495) and European Patent 
Application EP 0 734 957 Al. Claim 14 recites "the packaging of claim 9 wherein said 
packaging comprises primary packaging and secondary packaging and said customized graphics 
and are present on at least some surface area of said secondary packaging, said secondary 
packaging being a carton 

This subject matter differs over Martin et al only by a secondary packaging with 
customized graphics. As noted above, it would have been obvious to one of ordinary skill in the 
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art to modify the packaging of Martin et al by including a secondary package as taught by 
Abrams et al, in order to provide a medium for shipping a plurality of primary packages. 

European Patent Application EP 0 734 957 Al is cited for the teaching of figure 1 where 
a secondary packaging 22 is provided with printed matter present on at least some surface area of 
said secondary packaging. It would have been obvious to one of ordinary skill in the art to 
modify the secondary packaging taught by Abrams et al by including printed matter thereon in 
view of EP 0 734 957 Al. The motivation for this combination is to provide the secondary 
package with some form of indicia relating to the manufacturer, product or use. 

As to claim 15, it would appear the indicia or printed matte of EP 0 734 957 Al must 
have been printed in some manner, which is sufficient to satisfy the claim limitations. 

As to claim 16, Official Notice is taken for the use of labels as a well known means of 
applying printed matter to cartons. To use such a medium would have obvious to one of ordinary 
skill in the art. The motivation for this combination is that labels can easily be modified to print 
various subject matter applied directly to the carton, rather than modifying the entire carton to 
reflect specific printed matter. 

As to claim 37, the printed matter of EP 0 734 957 Al includes identifying means to the 
extent that the manufacturer is identified. To impart this identical information to the label of 
claim 16 is directly suggested by the prior art. It is noted claim 37 depends from claim 14 that 
includes no said label. It is believed the dependency should be to claim 16. 

Claim 38 relates to the printed matter and is treated in the same vain as paragraph 2 

above. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1,3-18 and 36-43 have been considered but 
are moot in view of the new ground(s) of rejection. Claim 1 has been amended to now recite a 
packaging for at least one contact lens where information is provided relative to the contact lens 
rather than a prescription product. While this overcomes the prior anticipatory reference of Lupi 
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(Patent no. 5,755,462) pertaining to distribution of small quantities of medication in pill, tablet or 
capsule form, Lupi did pertain to contact lens, see pages 8 and 9 of applicant's remarks. 

Claim 1 has also been amended to now recite customized graphics and identification 
means "being selected by the individual doctor prescribing said contact lens, wherein said 
customized graphics are specified at the time an order for said contact lens is placed with said 
manufacturer and said packaging is shipped from the manufacturer of said contact lens having 
said customized graphics and identification means on said packaging". However, it is submitted 
this language provides nothing novel over the prior art. Martin et al discloses a contact lens 
package with printed matter pertaining to "customized graphics and identifying means" as 
claimed. How, when and where such printed matter is applied in Martin et al pertains to the 
process by which the final product is made. Such limitations serve no useful patentable purpose 
in distinguishing product claims. Since applicant appears intent on defining the final product in 
terms of how the printed manner is imparted to the product, it appears these parameters would be 
better served in pursuing the method or system claims of this application. 

Where the printed matter is specifically recited to include "customized graphics that 
identifies the person who is to receive the contact lens", "graphics that do not identify the 
prescription", "customized graphics that identifies the doctor prescribing the contact lens", "non- 
customized graphics identifying the manufacturer of the contact lens", "customized graphics 
comprising alphanumeric characters", "customized graphics comprising pictures" or 
"customized graphics that is a picture of the doctor" (see claims 3, 4, 5, 9, 17, 18, 40, 41, 42 and 
43); this essentially relates to "printed matter". Contrary to applicant's position, it is not 
incumbent upon the prior art to show the specific type of graphics used in the type of package 
claimed when the specific graphics provided does not depend upon the package and the package 
does not depend upon the specific graphics, i.e., no functional relationship structurally. All the 
specific graphics, or printed matter, does is provide a different use of an existing product. 

Accordingly, the printed matter is of no patentable distinction in the claimed invention. 
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Conclusion 

7. Applicants amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Conclusion 

8. Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applicafions is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Patent Electronic Business Center (EBC) will be the organizational contact 
for Patent Business external customers regarding questions about IFW images viewed in Private 
PAIR. External customers should be directed to EBC representatives, who can be reached at 
703-305-3028 or toll fi-ee at 866-217-9197 between the hours of 6 a.m. and midnight Monday 
through Friday EST, or by e-mail at: ebc(a!uspto.gov . Additional information is available on the 
Patent EBC Web site at: http://www.uspto.gov/ebc/index.html . 
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If in receiving this Office Action it is apparent to applicant that certain documents are 
missing, e.g., copies of references cited, form PTO-1449, form PTO-892, etc., requests for copies 
of such papers or other general questions should be directed to Tech Center 3700 Customer 
Service at (703) 306-5648, email CustomerService3700@uspto.gov . 

Any inquiry concerning the MERITS of this examination from the examiner should be 
directed to David T. Fidei whose telephone number is (703) 308-1220. The examiner can 
normally be reached on Monday, Thursday and Friday 8:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached at (703) 308-2672. 

Effective Monday morning, August 4, 2003, all official faxes for the TCs will be received 
in one central location in the Office. In cooperation with the Customer Service Goal Team, a new 
central official fax number (703-872-9306) has been established for use by the TCs. An OG 
notice will be issued and the Website updated to alert PTO customers of the new fax number. 
Official standalone (non-RightFax) fax machines will be removed from the TC fax centers, their 
phone numbers auto-forwarded to a single RightFax account, and faxes printed in the centralized 
fax center. 



Other helpful telephone numbers are listed for applicant's benefit. 
Allowed Files & Publication (703) 305-8497 
Assignment Branch (703) 308-9723 

Certificates of Correction (703) 305-8309 

Drawing Corrections/Draftsman (703) 305-8404/8335 
Fee Increase Questions (703) 305-5 1 25 

Intellectual Property Questions (703) 305-82 1 7 
Petitions/Special Programs (703) 305-9282 

Terminal Disclaimers (703) 305-8408 

If the information desired is not provided above, or has been changed, please do not call the examiner (this is the latest information provided to 
him) but the general information help line below. 



Information Help line 
Internet PTO-Home Page 



1-800-786-9199 
http:www.uspto.gov/ 
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Primary Examiner 
Art Unit 3728 

dtf 

May 29, 2004 



' A "product by process" claim is directed to the product per se, no matter how actually made, In re Hirao, 1 90 
USPQ 15 at 17(footnote 3). See also In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 
USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90; and In re Marosi et al, 218 USPQ 289, all 
of which make it clear that it is the patentability of the final product per se which must be determined in a "product 
by process" claim, and the an old or obvious product produced by a new method is not patentable as a product, 
whether claimed in "product by process" claims or not. During examination, the patentability of a product-by- 
process claim is determined by the novelty and non-obviousness of the claimed product itself without consideration 
of the process for making it which is recited in the claim. In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). 

" In re Gulack, 217 USPQ 410 (CAFC 1983) 

In re John Ngai and David Lin (CAFC, 5/13/2004), NONPRECEDENTIAL OPINION ISSUED March 8. 
2004. PRECEDENTIAL OPINION ISSUED May 13, 2004. 



